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SHIFT FROM “FIRST TO INVENT” TO “FIRST INVENTOR TO 
FILE” – March 16, 2013 

Under the current system, the U.S. essentially allows 
inventors a period of time to file a patent application on their 
invention, after they have conceived it, provided they 
diligently try to reduce it to practice and/or timely file a 
patent application. For example, inventors currently have up 
to a year to file an application after the invention is offered 
for sale or disclosed to the public, provided they can 
demonstrate they were the first to conceive of the invention.   

Under the new Patent Act, patent applications filed after 
March 16, 2013 which do not claim priority to an earlier filed 
application will be granted to the first inventor to file.  In 
general, absolute novelty is required.  A fragment of flexibility 
was maintained from the current law, allowing inventors to 
publish an article on their invention prior to filing the patent 
application, provided they file the application within a year of 
the publication. However, an article published by an 
unaffiliated third party on the same invention, prior to the 
inventor’s own disclosure or filing date, may prevent the 
putative patentee from obtaining patent protection. The law is 
currently not clear whether public use or sales fall within the 
definition of the term “disclosure.”  As the Patent Office 
creates the regulations to implement the new law, these 
specifics will crystallize. 

The Patent Act also created a Derivation Proceeding, which 
will take place before the Patent Trial and Appeal Board 
(formerly Board of Patent Appeals and Interferences). After 
March 16, 2013, a second-in-time filer may challenge the right 
of the first filer to the patent by proving that the first filer 
derived the invention from the second-in-time filer.  In order 
to take advantage of the Derivation Proceeding, the request 
must be filed within one year of the first publication of the 
application and must be supported by “substantial evidence.”

 

 

LEAHY-SMITH 
AMERICA INVENTS 

ACT 

 

 

After many years of discussion 
and debate, the U.S. Congress 
recently passed the Leahy-Smith 
America Invents Act (Patent 
Act). President Obama signed it 
into law on Friday, September 
16, 2011.  Although the Patent 
Act makes many changes to the 
current system, the biggest 
change is the transition from the 
First to Invent system of priority 
ǘƻ ŀ άCƛǊǎǘ LƴǾŜƴǘƻǊ ǘƻ CƛƭŜέ 
system, which is an attempt to 
harmonize U.S. patent law with 
the patent laws of most of the 
industrialized world.  The Patent 
Act also impacts patent 
litigation, patent prosecution, 
and provides some benefits to 
patent owners, while at the 
same time increasing fees.  As 
discussed in more detail below, 
various provisions of the Act go 
into effect on different dates 
from enactment through March 
16, 2013. 
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Effective Date: March 16, 2013 
 Effective Date: September 16, 2012, 

for all cases then pending. 

 

Effective Date: September 26, 2011 
 

Patent applicant may request 
prioritized examination for a 

significant surcharge, provided 
the application has no more than 
four independent claims, 30 total 

claims, and no multiple 
dependent claims. 

Possible to request prioritized 
examination for technologies important 

to the national economy or 
competitiveness, with no surcharge.  

Specifics to be defined by the USPTO in 
the near future. 

 

 

Third parties are given an 
opportunity to make a statement 
to the Patent Office, accompanied 

by prior art references (patents, 
publications), for consideration 
during the prosecution of the 

patent application. 

End of statutory 
invention 

registration. 

 

Effective Date: September 16, 2011, for all pending or 
later filed patent applications. 

 

No patents may 
issue on human 

organisms. 

Tax reduction strategies 
are inherently prior art, 
except for preparing tax 

return or financial 
management. 

 
 

Public use and on sale bar 
events are no longer 

restricted to use and sale 
within the United States. 

OTHER
CHANG

E
	

Effective	Date:	September	16,	2011,	for	all	pending	or	
later	filed	patent	applications.	
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CHANGES 
TO PATENT  

PROSECUTION 
 

First Inventor 
To File or Disclose 
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¶ Venue limited to federal courts for any claim arising from patent, copyright, or plant patent rights.  Effective 
immediately, for all proceedings filed on or after September 16, 2011. 

¶ Joinder of defendants, without same accused product or process and questions of fact common to all defendants, is 
no longer permitted.  Effective immediately, for all proceedings filed on or after September 16, 2011. 

¶ Best mode is no longer a basis for canceling or holding invalid or unenforceable any claim in a court.  Effective 
immediately, for all proceedings filed on or after September 16, 2011. 

¶ If civil action is filed after petition for inter partes review, civil action automatically stayed unless (i) patent owner asks 
court to lift stay, (ii) patent owner files a civil action or counterclaim alleging infringement, or (iii) petitioner moves 
the court to dismiss.  Effective immediately, for all proceedings filed on or after September 16, 2011. 

¶ Marking cases, as of September 16, 2011, can no longer be filed except in relying on “competitive injury.”  Otherwise, 
only the US can do so.  Effective immediately, for all proceedings filed on or after September 16, 2011. 

¶ Prior commercial user’s rights: alleged infringer may avoid liability if able to prove by clear & convincing evidence that 
it commercially used its process at least one year before effective date of patent or the date on which the claimed 
invention was disclosed to the public.  Effective immediately, for all proceedings filed on or after September 16, 2011. 

 

 

 

¶ Virtual marking may be used, instead of actual marking.  Virtual marking includes a website which 
includes the proper marking information.  Effective immediately, for all pending matters, and matters 
filed on or after September 16, 2011. 

¶ Marking with expired patents is not a violation of the marking section.  Effective immediately for all cases, 
without exception, that are pending or later filed, on September 16, 2011. 

¶ Assignee is able to file, without inventor’s signature, if inventor is unavailable or refuses to sign.  Effective 
for all cases filed on or after September 16, 2012. 

 

 

 

¶ Most fees will be increased by 15% on September 26, 2011. 

¶ There will be a 75% fee reduction for micro-entities and institutions of higher education.  Effective date 
will be determined once the PTO has written implementing regulations.  

o Micro-entity has filed fewer than 4 patent applications, and has less than 3x median household 
income. 

¶ Non-electronic filing of utility applications will incur a surcharge of $400 ($200 for small entity).  Effective 
approximately November 15, 2011. 

IMPACT ON LITIGATION 

BENEFITS TO PATENT OWNERS 

FEE CHANGES 
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As highlighted in the chart below, the Act expands/modifies post issuance proceedings, as well as enhances the opportunity for third parties to submit art 
in pending patent applications: 

Mechanism Effective Dates Standard Who can 
file 

Estoppel Who at 
PTO hears 
it 

Can be 
anonymous? 

Issues that 
can be raised 

Timing Additional 
Provisions 

Inter Partes 
Reexam 

Start:  Sept. 16, 
2011, for all 
inter partes re-
exam requests 
filed thereafter 

End: 1 year 
later 

Higher – reasonable 
likelihood that the 
petitioner would 
prevail with respect 
to at least one of the 
claims challenged in 
the petition. 

3rd party Yes Examiner No 102/103 only, 
patents and 
printed 
publications 

Any time during 
life of patent. 

Patents must 
have “issued 
from an 
original 
application 
[that] was 
filed on or 
after 
November 29, 
1999.” 

Inter Partes 
Review 

Start: Sept. 16, 
2012, for all 
requests 
thereafter 

Reasonable 
likelihood that the 
petitioner would 
prevail with respect 
to at least one of the 
claims challenged in 
the petition; plus no 
declaratory 
judgment action is 
filed. 

3rd party Yes Patent 
Trial and 
Appeal 
Board 
(PTAB) 

No 102/103 only, 
patents and 
printed 
publications 

More than 9 
months after 
issue date, AND 
after any Post 
Grant Review is 
complete.  And 
no lawsuit 
challenging the 
validity of a 
claim of the 
patent. Initial 
decision in 3 
months, final in 
1 year; extend 
up to 6 months 
for good cause. 

Only 
narrowing 
amendments. 
Intervening 
rights. 

Can submit 
alternative 
claims sets 
like EP. 

Appeal to 
Federal 
Circuit. 

Post Grant 
Review 

Start: Sept. 16, 
2012 

It is more likely than 
not that at least one 
of the claims 
challenged in the 
petition is 
unpatentable or 
raises a novel or 
unsettled legal 
question. 

3rd party, 
w/o civil 
lawsuit 

Yes Patent 
Trial and 
Appeal 
Board 
(PTAB) 

No 102/103, plus 
101 and 112 
(any listed in 
35 USC 282) 

Less than 9 
months after 
patent issues. 

 

PTO will initiate 
within 3 
months. 

Limited to 
evidence 
relating to the 
factual 
assertions 
made by the 
parties.  No 
original 
application 
filing date 
restriction. 

Post Grant 
review - 
FINANCIAL 
Business 
Methods  

Start: Sept. 16, 
2012 

End:  in 8 years 

Information if not 
rebutted, would 
demonstrate that it 
is more likely than 
not that at least one 
of the claims 
challenged in the 
petition is 
unpatentable; or 
raises a novel or 
unsettled legal 
question important 
to other patents or 
applications. 

3rd party 
being 
sued 

Yes, as 
to 
actually 
raised 
issues 

Patent 
Trial and 
Appeal 
Board 
(PTAB) 

No 102/103, plus 
101 and 112 
(any listed in 
35 USC 282), 
old version of 
102. 

Any time, but 
only for cases 
not eligible for 
normal Post 
Grant Review. 

 

 

POST ISSUANCE PROCEEDINGS AND PRIOR ART SUBMISSIONS 
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Mechanism Effective 
Dates 

Standard Who can 
file 

Estoppel Who at 
PTO hears 
it 

Can be 
anonymous? 

Issues that 
can be raised 

Timing Additional 
Provisions 

Ex Parte 
Reexamination 

 Substantial New 
Question of 
Patentability 

Anyone No Examiner Yes 102/103, 
publications 
and patents; 
Patent Owner 
statements 
filed in a 
federal court 
or at PTO 
regarding 
claim scope 
can be cited 
for 
consideration 
to determine 
claim 
meaning. 

Any time after 
patent issues. 

 

Supplemental 
Examination --
For Issued 
Patents 

Start: Sept. 16, 
2012. 

To consider, 
reconsider, or 
correct information 
believed to be 
relevant.  A decision 
is made within 3 
months as to 
whether a 
substantial new 
question of 
patentability is 
presented. 

Patent 
Owner 

No Examiner 
–ex parte 
process 

No Can remove 
inequitable 
conduct; 
cannot fix 
substantial 
fraud.  

After patent 
issues. 

 

Submissions 
During 
Prosecution 

Start: Sept. 16, 
2012 

Concisely explain the 
relevance of each 
submitted reference. 

3rd party No Examiner Yes 102, 103 only, 
publications 
and patents 

 

Earlier of 
Notice of 
Allowance or 
later of 6 
months after 
publication or 
first rejection. 
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Timeline Of Patent 

 

Pendency 

First 

Nine 

Months 

After Issue 

3rd Party Art 
Submission 

Enforceability 

of Patent 

 

(Term plus 6 

years) 

 
Post Grant 

Review 

 
 
 
 
 
 
 
 
 
 
 
Ex Parte 
Reexam 

 
 
 
 
 
 
 
 
 
 

Supple-
mental 
Exam 

NOA or 

Publication 

+ 6 months 

or 1
st
 OA 

 
 
 
 
 
 
 

Inter Partes 
Review 

One year 

after litigation 

starts 
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Item Date of Change and Applicability 
 

Fee Surcharge (15%) September 26, 2011 
For all fees paid on or after this date 

First to File March 16, 2013 
For all patent applications having an effective filing date on or after this date 

Prioritized Examinations September 26, 2011 
Applications filed on or after this date, upon payment of fees, or request based on 
economy/competitiveness regulations 

Public use/on sale bar 
international 

March 16, 2013 
For all patent applications having an effective filing date on or after this date 

Derivation Proceedings March 16, 2013 
For all patent applications having an effective filing date on or after this date 

Submission Of Art and 
Argument by Third Party 

September 16, 2012 
For all patents, then pending, or later filed 

Assignee May File Patent 
without inventor signature 

September 16, 2012 
All patent applications filed on or after this date. 

Elimination of Tax Strategy & 
Human Organism patents 

September 16, 2011 
Applies to all patents pending on, filed on, or filed after this date. 

Prior Commercial Use Defense September 16, 2011 
Applies to all patents issued on or after this date 

Post Grant Review for Business 
Method Patents 

September 16, 2012 
Applies to all patents, regardless of issue date. 

Post Grant Review September 16, 2012 
Applies to all patents issued less than nine months before, on, or after this date. 

Inter Partes Review September 16, 2012 
Applies to all requests for inter partes reexam filed after this date. 

Supplemental Examination September 16, 2012 
Applies to any patent issued before, on, or after this date 

Elimination of Best Mode In 
Litigation 

September 16, 2011 
For any proceeding commenced on or after this date. 

Restriction of Joinder and Venue September 16, 2011 
For any proceeding commenced on or after this date. 

Virtual Marking and restriction of 
Marking cases 

September 16, 2011 
For any proceeding pending on, or commenced on or after this date. 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
Prepared by Judith Szepesi, Partner, BSTZ LLP         Ver. LJV 9/30/2011  
Judith@bstz.com  

Timing of Changes 


